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DETAILED ACTION 
Response to Appeal Brief 

1 . This office action is in response to applicant* s appeal brief filed, 28 August 2006, 
of application filed, with the above serial number, on 18 January 2000 in which claims 1- 
21 are pending in the application. 

In view of the Appeal' Brief filed on 28 August 2006, PROSECUTION IS :HEREBY 
REOPENED. A new ground of rejection is set forth below. 

To avoid abandonment of the application, appellant must exercise one of the 
following two options: 

(1) file a reply under 37 CFR 1.111 (if this Office action is non-final) or a^eply 
under 37 CFR 1 . 1 1 3 (if this Office action is final); or, 

(2) request reinstatement of the appeal. 

If reinstatement of the appeal is requested, such request must be accompanied 
by a supplemental appeal brief, but no new amendments, affidavits (37 CFR 1.130, 
1.131 or 1.132) or other evidence are permitted. See 37 CFR 1.193(b)(2). 

Claim Rejections - 35 USC §101 

2. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the . 
conditions and requirements of this title. 

Claims 1-21 are rejected under 35 U.S.C. 101 because the claimed invention 
lacks patentable utility. MPEP 2106 states: 
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"For an invention to be "useful" it must satisfy the utility requirement of section 
101. The USPTO's official interpretation of the utility requirement provides that^the utility 
of an invention has to be (1) specific, (ii) substantial and (iii) credible. MPEP § 2107 and 
Fisher, 421 F.3d at 1372, 76 USPQ2d at 1230 (citing the Utility Guidelines with approval 
for interpretation of "specific" and "substantial"). In addition, when the examiner has 
reason to believe that the claim is not for a practical application that produces $ useful . 
result, the claim should be rejected, thus requiring the applicant to distinguish the claim 
from the three 35 U.S.C. 101 judicial exceptions to patentable subject matter by 
specifically reciting in the claim the practical application. In such cases, statements in 
the specification describing a practical application may not be sufficient to satisfy the 
requirements for section 101 with respect to the claimed invention. Likewise, a claim 
that can be read so broadly as to include statutory and nonstatutory subject 
nfiatter must be amended to limit the claim to a practical application. In other words, if 
the specification discloses a practical application of a section 101 judicial exception, but 
the claim is broader than the disclosure such that it does not require a practical : 
application, then the claim must be rejected." [Emphasis added] 

In this case, the claims can be read broadly enough so as to include non- 
statutory subject matter. Independent claims 1,11, and 21, disclose a gateway, coupled 
between a local network, having devices thereon, and external network elements (eg. 
remote network). Thus, the devices on the local network must communicate with the 
gateway, in order to communicate with the remote network. However, the claims 
suggest being given remotely-assigned address information without having ever 
established an address for use within the local network. As such, as is well known in the 
art, the given device must establish an address with the gateway, prior to 
communicating with the remote network. Once a local' address is given to the given 
device, only then, may the given device communicate with the remote network :and be 
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remotely assigned address information. However, the claims assert that the substitution 
address be established after a remotely-assigned address is given to the given device. 
As such, the claims would require at the least the step of having a local' address be 
given to the given device prior to being given a remotely-assigned address, and then it 
may re-establish the local address based on the remotely-assigned address 
information. 

Claim Rejections - 35 USC §112 

3. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1-21 are rejected under 35 U.S.C. 112, second paragraph, as being : 

incomplete for omitting essential elements, such omission amounting to a gap between 

the elements. See MPEP § 2172.01. The omitted elements are: haying a 'local' 

address given to the given device prior to being given a remotely-assigned address. 



Claim Rejections -35 USC §102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b),. by 
another filed in the United States before the invention by the applicant for patent or (2) a patent : 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in sectibn 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United $tates 
only if the international application designated the United States and was published under Article: 21(2) 
of such treaty in the English language. 
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5. Claims 1-3, 5-13, and 15-21 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Kondo et al (hereinafter "Kondo". 6,088,725). 

As per Claims 1,11 and 21, Kondo teaches an apparatus, a method, an(?l a 
machine-readable medium storing one or more programs for use in interfacing ia local 
network to one or more external network elements, wherein Kondo teaches: 

a gateway coupled between the local network and the one or more extehal ; 
network elements, the gateway being operative to determine remotely-assigned 
address information for a given device attached to the local network (at least col. 9, 
lines 15-40; assignment of present address); and to establish, based at least in part on 
the remotely-assigned address information, a substitution address for use by at least 
one other device attached to the local network when communicating with the gjven 
device (at least col. 9, lines 15-40; col. 10, lines 5-52; using address conversion 
processing via extracted address information). 

As per Claims 2 and 12. 

the remotely-assigned address information comprises an Internet protocol (IP) 
address assigned to the at least one device by an external network element (at least 
col. 5, lines 15-33). 

As per Claims 3 and 13. 

the local network comprises a local area network (LAN) (at least 5, lines 1-33). 
As per Claims 5 and 15. 

the gateway stores remotely-assigned address information for each of a plurality 
of devices attached to the local network (at least col. 7, lines 1-39; table storing). 
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As per Claims 6 and 16. 

the gateway stores a set of address information for each of the plurality pf ; 
devices, the set of address information for a given one of the devices comprising an 
address to be used by the given device in communicating with the gateway, and 
addresses to be used by the given device in communicating with each of the other 
devices (at least col. 7, lines 1-39; Fig. 1; eg. each PC101). 

As per Claims 7 and 17. 

the stored information comprises an address substitution matrix having a row of 
address information for each of the plurality of devices attached to the local network (at 
least col. 7, lines 1-39; correspondence table). 

As per Claims 8 and 18. 

a given one of the sets of address substitution information for a particular one of 
the plurality of devices comprises a set of IP addresses, each of which is sub-network 
compatible with an IP address remotely assigned to the corresponding device, such that 
communications between the given device and another one of the devices attached to 
the local network are not routed through an external network element (at least col. 5, 
lines 15-33; routing control for which network to be relayed). 

As per Claims 9 and 19. 

the gateway processes a particular received packet in order to replace remotely- 
assigned address information in a header thereof with a corresponding substitution 
address determined by the gateway (at least col. 7, lines 40-67; address replacing); 

As per Claims 10 and 20. 
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the gateway intercepts at least one of control information and maintenance 
information received over the local network and associated with the given device so as 
to perform related services on behalf of the given device (at least col. 5, lines 1i5-61; 
control). ' . 

6. Claims 4 and 14 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Konda in view of Gelman et a! (hereinafter "Gelman", 6,493,348). 

Kondo does explicitly disclose the gateway comprising an ADSL termination unit- 
receive device (ADSL modem). However, the use and advantages for using such a; 
modem is well known to one skilled in the art at the time the invention was made as 
evidenced by the teachings of Gelman (at least Gelman col. 6, lines 5-35). Therefore, it 
would have been obvious to one of ordinary skill in the art at the time the invention was 
made to incorporate the use of specifically an ADSL modem into Kondo's system 
because this would simply expand the compatibility of Kondo's system and network 
transit devices such as a router (at least col. 4, lines 10-20) with future system? and 
networks such as xDSL / ADSL networks and ATU-R's. 



Response to Arguments 

7. Applicant's arguments with respect to claims 1-21 have been considered but are 
moot in view of the new ground(s) of rejection. 
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Conclusion 

8. The prior art made of record and not relied upon is considered pertinentito : 
applicant's disclosure. Newly cited Tari et al (address conversion) and Schuster et al 
(mapping of IP addresses), in addition to previously cited Tari et al, Radia et al; Arrow et 
al, Sekine et al, and Slemmer et al, RFC 1597, Kracht, Gervais et al, Akatsu et al, 
Nonaka et al, Hong et al, Zisapel et al, Subramaniam et al, Howes et al, Millet et al, 
Weiman, Nonaka et al (packet substitution gateways), and Datta et al (multiple: routers 
controllable by address configuring gateway) are cited for disclosing pertinent 
information related to the claimed invention. Applicants are requested to consider the 
prior art reference for relevant teachings when responding to this office action. ; 

9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Gregory G. Todd whose telephone number is (571)272- 
4011. The examiner can normally be reached on Monday - Friday 9:00am-6:00pm w/ 
first Fridays off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Ario Etienne can be reached on (571)272-4001. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 



Application/Control Number: 09/484,098 
Art Unit: 2157 



Page 9 



Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for; 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electrohic • 
Business Center (EBC) at 866-217-9197 (toll-free). 



Gregory Todd ^f^^ 
Patent Examiner 
Technology Center 2100 



